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DETAILED ACTION 

1 . This Non-Final Office Action is in response to the communication received on March 01, 
2001. Claims 1-60 are pending in the application. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 33 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 37 recites the limitation "the server computer" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 34-40 depend from independent claim 1; and are therefore rejected under the 
same rationale relied upon rejected claim 1. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 
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5. Claims 1, 4, 10-14, 21-24, 41, 43-47, 54-59, and 61-62 are rejected under 35 
U.S.C. 102(b) as being anticipated by Ebisawa (U.S. Patent No. 5,946,664). 

As per claims 1, 8, 41, and 58-59, Ebisawa discloses an advertisement system 
comprising: 

receiving a collection of advertisements from a server computer via a communications 
link (col. 2, lines 20-22); 

storing the received collection of advertisements (col. 2, lines 13-14); and 
starting execution of the computer game to be played by the user, the computer game to 
be executed by the computer; while the user is playing the computer game (col. 2, lines 23-35), 
selecting an advertisement from the stored collection of advertisements; and displaying 
the selected advertisement so that the user can view the selected advertisement while playing the 
computer game (col. 2, lines 42-46). 

As per claim 4, Ebisawa further discloses selecting another advertisement from the stored 
collection and displaying the selected other advertisement while the user is playing the computer 
game (col. 2, lines 23-29). 

As per claims 10, 43, and 61, Ebisawa further discloses during execution of the computer 
program on the computer, selecting another advertisement from the provided collection of 
advertisements and outputting the selected advertisement (i.e., downloading new advertisement 
every time the game is executed) (col. 5, lines 44-57). 

As per claims 1 1, 44, and 62, Ebisawa further discloses storing indications of the output 
advertisements (col. 2, lines 42-45). 

As per claims 12, and 45, Ebisawa further disclose sending to a server computer the 
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stored indications (col. 2, lines 42-45). 

As per claims 13 and 46, Ebisawa further discloses receiving from the user a selection of 
an output advertisement, and storing an indication that the user selected the output advertisement 
(col. 5, lines 44-57). 

As per claims 14 and 47, Ebisawa further discloses sending to a server computer the 
stored indication (col. 5, lines 4-12). 

As per claims 21, and 54, Ebisawa further discloses wherein the collection of 
advertisements is provided by a server computer (See figure 1 1). 

As per claims 22, and 55, Ebisawa further disclose wherein the selecting and outputting 
are under control of the executing computer program (col. 4, lines 23-29). 

As per claims 23, and 56, Ebisawa further discloses wherein the selecting and outputting 
are under control of another executing computer program (col. 4, lines 23-29). 

As per claims 24, and 57, Ebisawa further disclose wherein the outputting includes 
displaying the selected advertisement (col. 5, lines 32-37). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ebisawa (U.S. 
Patent No. 5,946,664) in view of Merriman et al (U.S. Patent No. 5,948,061). 
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As per claims 2, Ebisawa does not expressly disclose tracking when the displayed 
advertisement is selected by the user. Merriman et al in the same field of endeavor, teaches the 
concept of tracking the exposure of an advertisement to a user (col. 6 line60 through col. 7 line 
14). Therefore, it would have been obvious to a person of ordinary skill in the art to modify the 
computer game system of Ebisawa to include the teachings of Merriman et al order to compile 
information that can be used for targeting advertising 

As per claim 3, Ebisawa further discloses sending to a server computer an indication that 
the advertisement was selected by the user (col. 2, lines 23-29). 

8. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ebisawa (U.S. 
Patent No. 5,946,664) in view of Wendkos (U.S. Patent No. 5,983,196). 

As per claims 5-7, Ebisawa discloses all of the limitations in claim 1 above, but fails to 
expressly disclose rewarding the user based on time spent playing the game, rewarding the user 
based on speed at which the user completes the game, and rewarding the user based on 
performance of the user at playing the game relative to performance of other users at playing the 
game. 

Wendkos in the same field of endeavor, discloses interactive computerized methods and 
apparatus for conducting an incentive awards program which teaches the concept of awarding a 
user for playing a game (col. 16, line 49 through col. 17, line 1 1). It would have been obvious to 
a person of ordinary skill in the art to modify the disclosures of Ebisawa to incorporate warding 
the user for playing a game as taught by Windows in order to encourage the user to play the 
game. 
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9. Claims 9, 19-20, 32, 40, 42, 52-53, and 60 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ebisawa (U.S. Patent No. 5,946,664) in view of Shaw et al (U.S. Patent No. 
6,516,341). 

As per claims 9, 19-20, 32, 40, 42, 52-53, and 60, Ebisawa does not expressly teach 
providing additional advertisements to the computer, and selecting another advertisement from 
the provided collection of advertisements; and outputting the selected other advertisement. Shaw 
in the same field of endeavor, discloses the concept of displaying additional advertisements to 
user (col. 5, lines 60 through col. 6 line 4). Therefore, it would have been obvious to a person of 
ordinary skill in the art to modify the computer game system of Ebisawa to include the teachings 
of Shaw et al in order to allow the user to view other related advertisements. 

10. Claims 15-18, 27, 35, 48-51 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ebisawa (U.S. Patent No. 5,946,664) in view of Goldberg et al (U.S. Patent No. 6,183,366). 

As per claims 15-18, 27, 35, and 48-51, Ebisawa does not expressly disclose wherein the 
selection of the advertisement is based on a characteristic of the user, wherein the provided 
collection is based on a characteristic of the user, wherein the computer program is a game and 
including collecting statistics relating to the game, and sending the collected statistics to a server 
computer. Goldgerg et al in the same field of endeavor, discloses selection of advertisement 
based on user characteristic and maintaining statistics about the game being placed (col. 22, lines 
1-66 and col. 25, lines 22-36). 

11. Claim 25-26, 28-31, 34, and 36-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ebisawa (U.S. Patent No. 5,946,664). 
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As per claims 25-26, 28-31, 33-34, and 36-39, Ebisawa teaches all of the limitations in 
claim 1 with the obvious difference x that the client computer is offline "not connected" from the 
computer network for connecting the client computer to the server computer. However, it is old 
and well known in the computer art to store information to a client computer while the user's 
computer is in offline from a network. A person having ordinary skill in the art would have been 
motivated to include a user's computer the client computer is offline from the computer network 
for connecting the client computer to the server computer in the disclosures of Ebisawa in order 
to reduce traffic activity. Applicant is directed to col. 4, lines 51-56 of U.S. Patent No. 5,886,693 
issued to Ho et al. 

As per claims 26 and 34, Ebisawa further discloses sending to a server computer an 
indication that the advertisement was selected by the user (col. 2, lines 23-29). 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Goldberg et al (U.S. Patent No. 6,183,366) disclose a network game system. 

b. Goldberg et al (U.S. Patent No. 6,264,560) discloses a game playing method for 
playing over the a network 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Romain Jeanty whose telephone number is (703) 308-9585. The 
examiner can normally be reached on Mon-Thurs 7:30 am - 6:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq R Hafiz can be reached on (703) 305-9643. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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